HB 1353-1— Filed 03/13/2006, 11:12

CONFERENCE COMMITTEE REPORT
DIGEST FOR EHB 1353

Citations Affected: 1C 24-2-1.

Synopsis: Trademarks and service marks. Conference committee report for EHB 1353.
Conforms certain provisions of the Indiana trademark act to the Model Trademark Act and
repeals obsolete provisions of the Indiana Trademark Act. Specifies that a judicial or
administrative interpretation of the federal Trademark Act may be considered as persuasive
authority in construing provisions of the Indiana Trademark Act. (This conference committee
report removes provisions prohibiting a person's heirs, assigns, or estate from claiming a
property interest in the right of publicity of the person if the publicity is related to the
person's criminal involvement in a criminal offense.)

Effective: July 1, 2006.
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Adopted Rejected

CONFERENCE COMMITTEE REPORT

MR. SPEAKER:
Your Conference Committee appointed to confer with a like committee from the Senate
upon Engrossed Senate Amendments to Engrossed House Bill No. 1353 respectfully reports

that said two committees have conferred and agreed as follows to wit:

that the House recede from its dissent from all Senate amendments and that
the House now concur in all Senate amendments to the bill and that the bill
be further amended as follows:

1 Delete everything after the enacting clause and insert the following:
2 SECTION 1. IC 24-2-1-0.5 IS ADDED TO THE INDIANA CODE
3 AS A NEW SECTION TO READ AS FOLLOWS [EFFECTIVE
4 JULY 1, 2006]: Sec. 0.5. This chapter is intended to provide a
5 system of state trademark registration and protection that is
6 consistent with the federal system of trademark registration and
7 protection under the Trademark Act of 1946. A judicial or an
8 administrative interpretation of a provision of the federal
9 Trademark Act may be considered as persuasive authority in

10 construing a provision of this chapter.

11 SECTION 2.1C 24-2-1-2IS AMENDED TO READ ASFOLLOWS

12 [EFFECTIVE JULY 1, 2006]: Sec. 2. As used i this chapters The

13 following definitions apply throughout this chapter:

14 (1) "Abandoned" means either of the following:

15 (A) The person who owns the mark has discontinued use of

16 the mark and does not intend to resume use of the mark. A

17 person's intent not to resume use of the mark may be

18 inferred from the circumstances. Three (3) consecutive years

19 without use of a mark constitutes prima facie evidence that

20 the use of the mark has been abandoned.

21 (B) The conduct of the owner, including an act or omission,

22 has caused the mark to lose its significance as a mark.

23 (2) "Applicant" means a person who files an application for
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registration of a mark under this chapter and the legal
representatives, successors, or assigns of the person.
(3) "Dilution" means the lessening of the capacity of a famous
mark to identify and distinguish goods or services, regardless
of the presence or absence of:
(A) competition between the owner of the famous mark and
other parties; or
(B) the likelihood of confusion, mistake, or deception.
(4) "Mark" means a trademark or service mark that is entitled
to registration under this chapter, whether the mark is
registered or not.
(5) "Person" means:
(A) a human being;
(B) a corporation;
(C) a partnership;
(D) a limited liability company; or
(E) any other entity or organization:
(i) capable of suing and being sued in a court of law;
(ii) entitled to a benefit or privilege under this chapter; or
(iii) rendered liable under this chapter.
(6) "Registrant" means a person to whom the registration of a
mark under this chapter is issued and the legal representatives,
successors, or assigns of the person.
(7) "Secretary' means the secretary of state or the designee of
the secretary charged with the administration of this chapter.
(8) "Service mark" means a word, name, symbol, device, or
combination of a word, name, symbol, or device thatis used by
a person to:
(A) identify a service, including a unique service, of a person
and distinguish the person's service from the service of
another person; and
(B) indicate the source of a service, even if the source is
unknown.
Titles and character names and other distinctive features of
radio or television programs used by a person may be
registered as a service mark even though the radio or television
programs may advertise the goods of the sponsor.
@) The ternt (9) "Trademark” means any word, name, symbol, or
device or any combination thercof adopted and of a word, name,
symbol, or device that is used by a person to:
(A) identify goods or services nrade; sotd; or rendered by
and to distingutsh thent fromt goods or services nrade; sold; or
remdered by others: and distinguish goods, including a unique
product, of a person and distinguish the person's goods from
goods manufactured or sold by another person; and
(B) indicate the source of the goods, even if the source is
unknown.

o Hmited  tabiti : o wmion of
workinrgmnen; or other organization:
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registratiomn of a tradenrark under thts chapter; hts tegat representatives;
SUCTTSSOTS; O assigns:

& The term ‘registrant* embraces the person to whom the
registration of a tradenrark under thts chapter ts tssued; hrs tegat
representatives; SucTessoTS; Or assigns:

ey For the purposes of this chapter; a trademark shatt be deenmed to
be tused" m this state when 1t 1s ptaced m any manmer on the goods or
thetr contatrrers or on the tags or tabets affixed thereto; or when 1t 1s
used to rdentify the services of one person and distimgursh thenr from
the services of others; and such goods or services are sold; otherwise
drstributed; or remdered 11 this state:

(10) "Trade name" means a name used by a person to identify
a business or vocation of the person.
(11) "Use" means the bona fide use of a mark in the ordinary
course of trade and not a use made merely to reserve a right in
a mark. A mark is considered to be in use:
(A) on or in connection with a good if the:
(i) mark is placed in any manner on the good, a container
for the good, a display associated with the good, or a tag or
label affixed to the good; or
(ii) nature of the good makes placement of the mark as
described in item (i) impracticable and the mark is placed
on a document associated with the good or with the sale of
the good; and
(B) if the good described in clause (A) is sold or transported
in Indiana.
A mark is considered to be in use on or in connection with a
service if the mark is used or displayed in the sale or
advertising of the service and the service is rendered in
Indiana.

SECTION 3.1C 24-2-1-3 IS AMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1,2006]: Sec. 3. A tradentark mark by which the
goods or services of amy an applicant for registratron may be
distinguished from thre other goods or services of othrers shatt may not
be registered if 1t the mark:

@) (1) consists of or comprises immoral, deceptive, or scandalous
matter;
) (2) consists of or comprises matter which that may:
(A) disparage or falsely suggest a connection with:
(i) persons living or dead;
(i) institutions;
(iii) beliefs; or
(iv) national symbols; or
(B) bring thent into contempt or disrepute:
(i) persons living or dead;
(ii) institutions;
(iii) beliefs; or
(iv) national symbols;
) (3) consists of or comprises the flag, or coat of arms, or other
insignia of:
(A) the United States;
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4

(B) or of any a state or municipality;

(C) or of the United Nations; or

(D) of any a foreign nation; or any stmutatron thereof;
) (4) consists of or comprises the name, signature, or portrait of
anry identifying a particular living individual, except with hrs
unless the individual provides written consent; or
ey conststs of (5) is a mark which: that:

1) when apptied to (A) if used on or in connection with the

goods or services of the applicant, is merely descriptive or

deceptively misdescriptive of thent the goods or services;

2y when appticd to (B) if used on or in connection with the

goods or services of the applicant, is primarily geographically

descriptive or deceptively geographically misdescriptive of themr

the goods or services; or

3 (C) is primarily merely a surname.
Provided; however; that nothmg m This subdivision shatt does not
prevent the registration of a mark that is used in thts state Indiana
by the applicant which and has become distinctive of the
applicant's goods or services. The secretary of state may accept
proof of continuous use of a mark by the applicant in Indiana
for the five (5) years immediately preceding the date on which
the claim of distinctiveness is made as evidence that the mark has
become distinctive, as apptied to used on or in connection with
the applicant's goods or services; proof of substantiatly exclusive
amd contmuous use thereof as a mmark by the apphcant mr thts state
or clsewhere for the five (5) years next preceding the date of the
fitmg of the apphcation for regrstration; or
f) comststs of or comprises (6) is a tradenrark mark which that so
resembles a trademark mark registered in thts state Indiana or
deenred registered 1 this state; as provided for by section 16 of thts
chapter; a mark or trade name previously used by another
person in Indiana and not abandoned, as to be likely, when
apphied to if used on or in connection with the goods or services
of the applicant, to cause deception, confusion, or mistake. or to
verifred under oath by the registrant or orre (1) of its officers or
partners:

SECTION 4.1C 24-2-1-41S AMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 4. (a) Subject to the limitations sct
forth mm of this chapter, amy a person who adopts amd uses a tradenrark
 thts state mark in Indiana may file in the office of the secretary, of
state; on a form to be furntshed by the secretary of state; in a manner
that complies with the requirements of the secretary, an application
for registration of that tradenmark scttimg the mark. The application
must forth; but mot timmited to; include the following information:

tay (1) The name and business address of the person applying for
such registration of the mark, and:
(A) if the applicant is a corporation, the state of incorporation;
(B) if the applicant is a partnership, the:
(i) state in which the partnership is organized; and
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(i) names of the general partners, as specified by the
secretary; or
(C) if the applicant is another form of legal entity, the
jurisdiction in which the legal entity was organized.
) (2) The:
(A) goods or services on or in connection with which the mark
is used; mr conmectron with which the marks
1s used; amd the
(B) mode or manner in which the mark is used on or in
connection with such the goods or services; and the
(C) class in which sucth the goods or services fall.
) (3) The date whem on which the tradenrark mark was first used
1 the Ymited States anywhere and the date of its on which the
mark was first usc used in thts state Indiana by the applicant or
hrs the applicant's predecessor in business.
@ (4) A statement that:
(A) that the applicant is the owner of the tradenrark mark;
(B) the mark is in use; and that no other
(C) to the knowledge of the person verifying the application,
another person: has
(i) has not registered the mark, either federally or in
Indiana; or
(ii) does not have the right to use such trademark m thts state
the mark ecither in the identical form thereof or in such near
resemblance thereto to the form as might be calcutated to
decerve or to be miustaken therefor; however; thrs statenrent
shatt not be required if writtenr consent 15 obtamed m the
nranmrer provided for mr section 3(f) of thts chapter: to be
likely, if applied to the goods or services of the other
person, to cause deception, confusion, or mistake.
(b) The secretary may also require on an application:
(1) a statement indicating whether an application to register a
mark, parts of a mark, or a composite of a mark, has been filed
by the applicant or a predecessor in the interest of the
applicantin the United States Patent and Trademark Office. If
an application has previously been filed in the United States
Patent and Trademark Office, the applicant must provide full
particulars with respect to the previous application, including
the:
(A) filing date and serial number of each application;
(B) status of each application; and
(C) reason or reasons for the refusal of the application or the
nonregistration of the mark if an application to register the
mark was finally refused registration or if an application to
register the mark has not resulted in a registration; and
(2) adrawing of the mark that complies with the requirements
of the secretary.
(¢) The application shatt must be signed and verified under oath,

affirmation, or declaration subject to perjury laws by:

(1) the applicant; or by
(2) a member of the applicant firm or applicant limited liability
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company; or

(3) an officer of the applicant corporation, or association,

applying: or other form of legal entity.
The application shatt must be accompanied by three (3) specimens or
facstmtles of such trademrark and shatt contam a brief description of
such tradenrark as 1t appears on such specimens or facstmiies: showing
actual use of the mark. The application for registration shatt must be
accompanied by z fiting fee of tenr dottars ($16) an application fee
payable to the secretary. of state:

SECTION 5. IC 24-2-1-4.5 1S ADDED TO THE INDIANA CODE
AS A NEW SECTION TO READ AS FOLLOWS [EFFECTIVE
JULY 1, 2006]: Sec. 4.5. (a) If a person files an application for
registration of a mark and pays the application fee, the secretary
may examine the application for conformity with this chapter.

(b) An applicant must provide additional information requested
by the secretary, including a description of a design mark.

(c¢) An applicant may make or authorize the secretary to make
reasonable amendments to an application thatare requested by the
secretary or are considered by the applicant to be advisable to
respond to a rejection or an objection.

(d) The secretary may require an applicant to submit a new
application if the secretary determines amendments to the
application are necessary and the applicant does not make or
authorize the secretary to make amendments under subsection (c).

(e) The secretary may require an applicant to disclaim a
component of a mark that is not eligible for registration, and an
applicant may voluntarily disclaim a component of a mark for
which registration is sought. A disclaimer does not prejudice or
affect the applicant's rights:

(1) existing at the time of application or arising after the
application in the disclaimed matter; or

(2) on another application if the disclaimed matter is or
becomes distinctive of the applicant's goods or services.

(f) If an applicant is not entitled to registration of a mark under
this chapter, the secretary shall advise the applicant of the reason
the applicant is not entitled to registration of the mark. The
applicant has a reasonable time specified by the secretary:

(1) to reply to the reason the applicant is not entitled to

registration; or

(2) to amend the application.
If the applicant replies to the secretary or amends the application
within the reasonable time, the secretary shall reexamine the
application.

(g) The procedure under subsection (f) may be repeated until:

(1) the secretary finally refuses registration of the mark; or
(2) the applicant fails to reply or amend the application within
the time specified by the secretary, at which time the secretary
shall consider the application to have been withdrawn.

(h) If the secretary issues a final order refusing the registration
of a mark, an applicant may bring a civil action in a court with
jurisdiction to compel the registration of the mark. A court may

CC135301/DI 110+

2006



03N L kAW~

OO A DDA BAAPDDD DD WWWWLWLWWWWLWWERDNDDNDNDDNIDNDNDNDDNDDN = = = =
S O 0 NN N B WD~ O OV N B WD~ OOV IO WUV A WNPROWVWOWWJION N B WN —= O O

51

order the secretary to register a mark, without costs to the
secretary, on proof that all statements in the application are true
and the mark is entitled to registration.

(i) If two (2) or more applications are concurrently processed by
the secretary for registration of the same or confusingly similar
marks for the same or related goods or services, the secretary shall
grant priority to the applications in order of filing. If a previously
filed application is granted a registration, the other application or
applications must be rejected. A rejected applicant may bring an
action for cancellation of the previously registered mark based
upon previous or superior rights to the mark under section 10 of
this chapter.

SECTION 6.1C 24-2-1-5IS AMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 5. (a) Ypon comptance by the If
an applicant complies with the requirements of this chapter, the
secretary of state shall cause issue and deliver a certificate of
registration to be tssued and detrvered to the applicant. The certificate
of registration shalt must be issued under the signature of the secretary
of statc and the seal of the state of Indiana. amd 1t shalt show The
certificate of registration must include all of the following:

(1) The name and business address and; tf of the person claiming
ownership of the mark. If the person claiming ownership of the
mark is:
(A) a corporation, the certificate of registration must show the
state of incorporation; of the person ctaitming owrnrership of the
tradenrark;
(B) a partnership, the certificate of registration must show
the state in which the partnership is organized and the names
of the general partners, as specified by the secretary; or
(C) another form of legal entity, the certificate of registration
must show the jurisdiction in which the legal entity is
organized.
(2) The date claimed for the first use of the tradenark m the Ymited
States and this state; mark anywhere and the date claimed for
the first use of the mark in Indiana.
(3) The class of goods or services and a description of the goods or
services on or in connection with which the tradenrark mark is
used.
(4) A reproduction of the mark.
(5) The registration date. amd
(6) The term of the registration. Ome (1) specimren or facsmite of
the tradenrark supphed under section 4 of ths chapter shatt be
attached to and made a part of the certificate of registration:

(b) Amry A certificate of registration issued by the secretary of state
under the provistons of subsection (a) or a copy thereof dutly of a
certificate of registration certified by the secretary of state shatt be is
admissible in evidence as competent and sufficient proof of the
registration of such trademrark the mark in amy an action or judicial
proceedimgs proceeding in any a court of thts state: Indiana.

SECTION 7.1C 24-2-1-6 ISAMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 6. (a) Registration of a trade=nrark
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hrereunder stratt be mark under this chapter is effective for a term of
tenr (165 five (5) years from the date of registration. and upon

(b) If a person who registers a mark under subsection (a) files an
application fited withir not more than six (6) months prior to before
the expiration of such the five (5) year term, omn a form to be furnished
by the sceretary of state; in a manner complying with the
requirements of the secretary, the registration may be renewed for a
tike ternt an additional five (5) year term commencing at the end of
the expiring five (5) year term.

(¢) A renewal fee of terr dottars ($16-60); payable to the secretary of
state; stralt must accompany the application for renewal of the
registration.

(d) A trade=mrark registration may be renewed for successive periods
of terr (19 five (5) years in ke the manner described in subsection
(b).

(e) The secretary of state shall notify the registrants of trade=nrarks
marks of the necessity of renewal within the year next preceding the
expiration of the terr t16) five (5) years from the date of the registration
by writing to the last known address of the registrants.

(f) An application for renewal under this chapter for a mark
registered under this chapter or a mark registered under a prior
law, must include:

(1) a verified statement that the mark has been and remains in
use; and

(2) a specimen showing actual use of the mark on or in
connection with the good or service.

SECTION 8.1C 24-2-1-7IS AMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 7. Amny A registration in force on
March 8§; 1955; shatt expire March 8; 1956; untess July 1, 2006,
continues in full force and effect for the unexpired term of the
registration and may be renewed by:

(1) filing an application for renewal with the secretary; of state on

a form furntshed by himr and

(2) paying the renewal fee;
described in the manner described in section 6 of this chapter withm
not more than six (6) months prror to before the expiration of the
registration.

SECTION 9.1C 24-2-1-8 ISAMENDED TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 8. Any tradenark (a) A mark and
the registration of a mark under this chapter shatt be are assignable
with the:

(1) good will of the business in which the tradenrark mark is used;
or with thrat
(2) part of the good will of the business:

(A) connected with the use of the mark; and

(B) symbolized by the tradenrark: Assstgnmrent shatt mark.

(b) An assignment:

(1) must be made by an instrument in writing duly executed; and
(2) shatt may be recorded with the secretary of state upon the
payment of a recording fee of ten dottars ($16) payable to the
secretary. of state who; upon recordmg of the asstgnmrent;
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(c) The secretary, after recording an assignment, shall issue in the
name of the assignee a new certificate of registration for the remainder
of the term of the:

(1) registration; or of the tast
(2) most recent renewal thercof: of the registration.

(d) An assignment of any a registration under this chapter shatt be is
void as against any a subsequent purchaser for valuable consideration
without notice unless 1t the assignment is recorded with the secretary
of state: not more than three (3) months:

(1) after the date of the assignment; or
(2) before the subsequent purchase.

SECTION 10. IC 24-2-1-8.5IS ADDED TO THE INDIANA CODE
AS A NEW SECTION TO READ AS FOLLOWS [EFFECTIVE
JULY 1, 2006]: Sec. 8.5. (a) A registrant or an applicant who
changes the name of the person to whom the mark is issued or for
whom an application is filed may record a certificate of change of
name of the registrant or applicant with the secretary upon the
payment of a recording fee.

(b) The secretary may issue a new certificate of registration or an
assigned application in the name of the assignee. The secretary may
issue a new certificate of registration in the name of the assignee for
the remainder of the term of the:

(1) certificate of registration; or
(2) most recent renewal of the certificate of registration.

SECTION 11. IC 24-2-1-9 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 9. The secretary of
state shall keep for public examination a record of all tradenrarks
marks registered or renewed under this chapter as well as a record of
all instruments recorded under sections 8 and 8.5 of this chapter.

SECTION 12. IC 24-2-1-10 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 10. The secretary of
state shall cancel from the register in whole or in part:

1) after March 8; 1956; alt regrstrations under prior statutes which
have not been renmewed mr accordance with thts chapter;
2) any (1) a registration concernmg for which the secretary of
state shalt recerve receives a voluntary request for cancellation
thereof from the registrant or the assignee of record;
3 (2) all registrations granted under this chapter and not renewed
1 accordance with the provistons under section 6 of this chapter;
@) any (3) a registration comcermimg for which a court of
competent jurisdiction shatt fird: finds that:
(A) that the registered tradenrark mark has been abandoned;
(B) that the registrant is not the owner of the tradenrark; mark;
(C) that the registration was granted improperly; or
(D) that the registration was obtained fraudulently; amd
(E) the registered mark is or has become the generic name
for the good or the service, or a part of the good or the
service, for which the mark was registered; or
(F) the registered mark is so similar to a mark registered by
another person on the principal register in the United States
Patent and Trademark Office as to be likely to cause
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10

deception, confusion, or mistake between the marks, and the
mark registered in the United States Patent and Trademark
Office was filed before the filing of the application for
registration by the registrant under this chapter. However,
a mark may not be canceled under this clause if the
registrant proves that the registrant is the owner of a
concurrentregistration of a mark in the United States Patent
and Trademark Office covering an area including Indiana;
or

5) whenr (4) a registration if a court of competent jurisdiction

shratt order orders cancellation of a the registration on any ground.

SECTION 13. IC 24-2-1-11 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 11. (a) The foltowmg
genrerat classes secretary shall adopt rules under IC 4-22-2 to
establish:

(1) a classification of goods and services arc cstablished for
convenience of administration of this chapter but not to limit or

extend the an applicant's or registrant's rights; and
(2) a single application for registration of a tradenrark mark that:

(A) may include any or att goods or services each good upon or

m conmrection which a mark is used;

(B) may include each service with which the tradenrark a mark

is actuatty bemng used;

compriscd m a smmgle class; but m no cvent shalt a single
Freatiomn metd < or . or i ) »

and
(C) mustindicate the appropriate class or classes of the goods
or services.

To the extent practical, the classification of goods or services should
conform to the classification of goods or services adopted by the
United States Patent and Trademark Office.

by The satd classes are as folows:

B Raw or partly preparced mratertats:
2y Receptactes:

5y Adhrestves:

t7) Cordage:

15) ©1ls and greases:

+7) Fobacco products:
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11

19y ¥ehrctes:

23) €uttery; machimery; and toots; and parts thereof:
25 tocks and safes:

28 Fewetry and prectous=metat ware:

29y Broomts; brushes; and dusters:

38y €rockery; earthenware; and porcetai

32y Furniture and uphotstery:

33) Gtassware:

35) Brelting; hose; machimery packimng; and monmretatc tires:
(36) Musicat i amdt Hres-

37) Paper amd statromrery-

39) Crothing:

40 ts: furmishings: amd motions:

41y €arnres; parasots; and vmbretas:

43y Thread and yarm:

45y Soft drinks and carbomated waters:

47 Wirres:

(b) If a single application includes goods or services that fall
within multiple classes, the secretary may require payment of a fee
for each class.

SECTION 14. IC 24-2-1-12 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 12. Amy (a) A person
who shall for himself or herself, or on behalf of any other person,
procure the filing or registration of any trade=nrark mark in the office
of the secretary of state under the provistons hrereof; this chapter by
knowingly making anmy a false or fraudulent representation or
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declaration orally, in writing, or by any other fraudulent means, shatt
be is liable to pay for all damages sustained in consequence of such the
filing or registration. to be

(b) The damages may be recovered by or on behalf of the injured
party myured thereby in any a court of competent jurisdiction.

SECTION 15. IC 24-2-1-13 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 13. Subject to the
provisions of section 15 of this chapter, any a person who: shatt:

ta) use; (1) uses, without the consent of the registrant, any a
reproduction, counterfeit, copy, or colorable imitation of a
trademmark mark registered under this chapter:
(A) in connection with the sale, offering for sale, distribution,
or advertising of amry goods or services; or
(B) on or in connection with which such the use is likely to
cause confusion or mistake, or to decerve as to result in
deception regarding the source or of origin of such the goods
or Services; or
tb) reproduce; counterfett; copy; (2) reproduces, counterfeits, or
copies a mark or colorably mttate any such tradenrark imitates a
mark and appty such applies the reproduction, counterfeit, copy,
or colorable imitation to labels, signs, prints, packages, wrappers,
receptacles, or advertisements intended to be used upon or used:
(A) in conjurrction connection with the sale or other distribution
of the goods or services in thts state of such goods or services
stralt be Indiana; or
(B) on the goods or services;
is liable to in a civil action brought by the owner of such regstered
tradenrark registrant for any or alt of the remedies provided in section
14 of this chapter, except that under subdivision tb} (2) the registrant
shatt is not be entitled to recover profits or damages unless the acts
have been committed with knowtedge that such trademark 1s mterrded
to be uscd the intent to cause deception, confusion, or mistake. or to
decerve:

SECTION 16. IC 24-2-1-13.5 IS ADDED TO THE INDIANA
CODE AS A NEW SECTION TO READ AS FOLLOWS
[EFFECTIVE JULY 1,2006]: Sec. 13.5. (a) This section applies only
to fanciful marks, except in cases where the other person's use
tarnishes the reputation of the famous mark.

(b) An owner of a mark that is famous in Indiana is entitled,
subject to the principles of equity and terms a court considers
reasonable, to an injunction against another person's commercial
use of the mark or trade name if the other person's use begins after
the mark has become famous and the other person's use causes
dilution of the distinctive quality of the mark, and to other relief
provided in this section. In determining whether a mark is
distinctive and famous, a court may consider factors such as:

(1) the degree of inherent or acquired distinctiveness of the
mark in Indiana;

(2) the duration and extent of use of the mark in connection
with the goods or services with which the mark is used;

(3) the duration and extent of advertising and publicity of the
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mark in Indiana;
(4) the geographical extent of the trading area in which the
mark is used;
(5) the channels of trade for the goods or services with which
the mark is used;
(6) the degree of recognition of the mark in the trading areas
and channels of trade in Indiana as it relates to the use of the
mark by the:
(A) mark's owner; and
(B) person against whom the injunction is sought;
(7) the nature and extent of use of the same or a similar mark
by a third party; and
(8) whether the mark is the subject of a:
(A) registration in Indiana;
(B) federal registration under the Act of March 3, 1881;
(C) federal registration under the Act of February 20, 1905;
or
(D) registration on the principal register.

(c) In an action brought under this section, the owner of a famous
mark is entitled only to injunctive relief unless the person against
whom the injunctive relief is sought willfully intended to trade on
the owner's reputation or to cause dilution of the famous mark. If
willful intent is proven, the owner of the famous mark is entitled to
the other remedies set forth in this section, subject to the discretion
of the court and the principles of equity.

(d) A court may require a defendant to pay to the owner of a
mark all profits derived from and damages suffered by reason of
the use of the mark in violation of this section and, in exceptional
cases, may award reasonable attorney's fees to the prevailing party.

(e) The following are not actionable under this section:

(1) Fair use of a famous mark by another person in
comparative commercial advertising or promotion to identify
the competing goods or services of the owner of the famous
mark.

(2) Noncommercial use of the mark.

(3) All forms of news reporting and news commentary.

SECTION 17. IC 24-2-1-14 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1,2006]: Sec. 14. (a) Ay An owner
of a tradenmark mark registered under this chapter may proceed by suit
bring an action to enjoin the use of any mark in violation of section
13 of this chapter and the manufacture, use; display, or sale of any
counterfeits or mttations thereof; goods or services identified by the
mark and any a court of competent jurisdiction may grant mjurnctiomns
an injunction to restrain such the use of the mark and the
manufacture, use; display, or sale of the goods or services as nmay be
by the sard court deemred considers just and reasonable. and

(b) A court may:

(1) require the a defendant to pay to such the owner of a mark all:
(A) profits derived from; anmdfor att and
(B) damages suffered by reason of;

such the wrongful manufacture, use; display, or sale of the goods
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or services; and such court may atso

(2) order that amry such counterfeits the goods or item bearing the
mark or mtations in the possession or under the control of anry a
defendant in such the case be delivered to an officer of the court or
to the complainant to be destroyed.

(c) In addition to amounts a court may award under subsection
(b), a court may enter judgment for:

(1) an amount not to exceed the greater of:

(A) three (3) times the profits derived from; or

(B) three (3) times the damages suffered by reason of;
the intentional use of a counterfeit mark, knowing it to be a
counterfeit in connection with the goods or services for which
the mark is registered; and
(2) in exceptional cases, reasonable attorney's fees to the
prevailing party.

tb) (d) The emumreration invocation of any a right or remedy in this
chapter shalt does not affect a registrant's right to prosccute
prosecution under any a penal law. of thts state:

SECTION 18. IC 24-2-1-14.5 IS ADDED TO THE INDIANA
CODE AS A NEW SECTION TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 14.5. (a) An action for
cancellation of a mark registered under this chapter or an action
to compel registration of a mark under this chapter must be
brought in a court with jurisdiction in Indiana.

(b) In an action for cancellation of a mark, the secretary:

(1) may not be made a party to an action;

(2) must be notified of the filing of a complaint in an action by
the clerk of the court in which the complaint is filed; and

(3) is entitled to intervene in an action for cancellation of a
mark.

(c¢) In an action brought against a nonresident registrant, service
may be effected upon the secretary as agent for service of the
registrantin accordance with the procedures established for service
upon nonresident corporations and business entities.

SECTION 19. IC 24-2-1-15 IS AMENDED TO READ AS
FOLLOWS [EFFECTIVE JULY 1, 2006]: Sec. 15. Nothimg heremr
shatt This chapter does not adversely affect the rights or the
enforcement of rights in trade=nrarks a mark acquired in good faith at
any time at common law.

SECTION 20. IC 24-2-1-15.3 IS ADDED TO THE INDIANA
CODE AS A NEW SECTION TO READ AS FOLLOWS
[EFFECTIVE JULY 1, 2006]: Sec. 15.3. (a) The secretary shall
adopt rules under IC 4-22-2 to establish:

(1) an application fee;

(2) a renewal fee;

(3) a recording fee; and

(4) fees for related services.

(b) A fee is nonrefundable unless otherwise specified in the rules
adopted by the secretary under subsection (a).

SECTION 21.THEFOLLOWING ARE REPEALED [EFFECTIVE
JULY 1, 2006]: IC 24-2-1-1; IC 24-2-1-16.

CC135301/DI 110+

2006



15

1 SECTION 22. [EFFECTIVE JULY 1,2006] This act does not affect
a legal proceeding or appeal initiated under IC 24-2-1 before July
3 1, 2006.
(Reference is to EHB 1353 as printed February 10, 2006.)
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